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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10, 12-16 and 31-34 are rejected under 35 U.S.C. 103(a) as being 
unpatentable Sekiya (JP 04-151208). 

Sekiya teaches an etched metal article 4 formed of sintered porous metal 
wherein a portion of the metal article 4 has been removed by an etching process from at 
least one surface of the article (abs.). Sekiya is silent to the metal article being a 
compression-formed particulate metal object. However, the claims are drawn to an 
article, not the method of making. In a claim directed to a product, it is the product itself 
which must be new and unobvious. In re Pilkington 162 U.S.P.Q. 145,147 (C.C.P.A. 
1969). Any conventional method of forming a particulate metal object such as the 
sintering product of Sekiya could provide an article having the same structure as that 
claimed. 

Furthermore, it would have been within the purview of one of ordinary skill in the 
art at the time of the invention was made to have recognized that porous sintered metal 
articles are conventionally formed from metal particulate materials which have been 
subjected to compression. Absent a teaching of the criticality or showing of unexpected 
results from the claimed process, it would not provide a patentable distinction over the 
prior art. 
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Regarding the limitation that the etching process used to remove a portion of the 
particulate metal object is an abrasive etch, the claims are drawn to an article, not the 
method of making. Furthermore, it would have been obvious to one of ordinary skill in 
the art to have recognized that obvious alternative etching processes could be 
employed with a reasonable expectation of success. 

Regarding claims 2, 4-5 and 9-10, Sekiya teaches that a resin may be 
impregnated in the porous metal article 4 (abs). Regarding the limitations in claims 4, 5, 
9-10 about the timing of the impregnation, the claims are drawn to an article, not the 
method of making. Absent a teaching of the criticality or showing of unexpected results 
from the impregnation occurring after sintering, before etching, etc such as recited in the 
claims, it does provide a patentable distinction over the prior art. 

Regarding claim 3, Sekiya is silent to the specific metal material used, however it 
would have been within the purview of one of ordinary skill in the art to have recognized 
that any metal material could be employed for the article of Sekiya including those 
claimed with a reasonable expectation of success. 

Regarding claim 6, Sekiya teaches that a non-particulate objects 5, 3, and 6 all 
may be joined to the porous metal article 4 prior to etching, (see Figures) 

Regarding claims 7-8, Sekiya teaches an etch resistant object 6 is joined to the 
metal article 4 prior to etching. Although Sekiya is silent to the relative etch resistance 
of the object 6 compared to the metal article 4, it would have been obvious to one of 
ordinary skill in the art to have selected materials with the claimed etch resistance since 
the object 6 is intended to be resistant to the etching material. 
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Regarding claims 9-10, Sekiya teaches that the porous sintered article subjected 
to an etching process (abs). Although it is silent to the sintering occurring after an 
etching step is performed such as recited in claim 10, the claims are drawn to an article, 
not the method of making. Absent a teaching of the criticality or showing of unexpected 
results from the sintering occurring after etching such as recited in claim 10, it does 
provide a patentable distinction over the prior art. 

Regarding claims 12-16. Sekiya is silent to the overall density of the sintered 
article 4. However, it would have been within the purview of one of ordinary skill in the 
art to have formed the porous article having any desired density including densities of at 
least 85% with a reasonable expectation of success in forming the porous sintered 
metal mold of Sekiya. Absent a teaching of the criticality of showing of unexpected 
results when the density of the article is within the range claimed, it would not provide a 
patentable distinction over the prior art. 

Regarding claim 31, Sekiya teaches the porous metal article 4 which is 
impregnated such as is claimed. Sekiya further teaches that an etch-resistant layer 6 is 
in contact with the metal article 4. Sekiya also teaches that a portion of the metal article 
4 is selectively removed (abs and figures). Although Sekiya does not specifically recite 
the portion removed is to expose the etch-resistant layer 6, the removal process would 
further expose the layer 6, thus meeting the claim limitation (Figures 4 and 5). 

Regarding claims 32 and 33, Sekiya is silent as to the etch-resistant layer being 
a solid metal or a photosensitive mask such as is claimed. However, it would have 
been within the purview of one of ordinary skill in the art at the time of the invention to 
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have selected any known etch resistant material for the layer 6 with a reasonable 
expectation of success including the materials claimed. 

Regarding claim 34, Sekiya teaches the metal article 4 is sintered prior to 
impregnation (abs). 

Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable Sekiya (JP 
04-151208) in view of GB'219 (GB 667,219). 

Sekiya teaches what is set forth above but is silent to the porous metal article 4 
being impregnated with any material other than a resin. GB'219 teaches a porous 
sintered article formed of particulate material suitable for use as a mold (page 1 , lines 
28-44). GB'21 9 further teaches that the pores may be impregnated with material to 
provide the article with an improved surface finish (page 2, lines 11-15). 

It would have been obvious to one of ordinary skill in the art at the time of the 
invention to have modified the porous article of Sekiya with the teachings of GP'219 
wherein the pores are impregnated with other materials in order to provide the article 
with differing surface finishes. It would have been within the purview of one of ordinary 
skill in the art to recognize that a wide variety of materials could be employed as the 
impregnating material, including the use of metal materials with a reasonable 
expectation of success. 
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Applicant's arguments filed 4-17-07 have been fully considered but they are not 
persuasive. 

Applicant argues that Sekiya failes to teach a compression-formed particulate 
metal object. Applicant further asserts that the metal particles of the present invention 
are formed into rigid or substantial rigid objects by compression, resulting in a dense 
material that has a weight and conductivity approaching that of solid metal, and also 
reduces the voides between the particles, thereby increasing the similarity in 
appearance to a solid metal. Applicant also states that the metals of the present 
invention are strong enough to be handled, moved and processed, even without 
sintering. These arguments are not commensurate in scope with the claims. 

As recited in the rejections set forth above, although Sekiya is silent to the metal 
article being a compression-formed particulate metal object, the claims are drawn to an 
article, not the method of making. In a claim directed to a product, it is the product itself 
which must be new and unobvious. In re Pilkington 162 U.S.P.Q. 145,147 (C.C.P.A. 
1969). Applicant does not recite any parameters for the compression step and could be 
a light compression which may not result in any difference in structure than that taught 
by the prior art of Sekiya. Furthermore, as recited above, compressing particulates 
such as to form a preform prior to sintering is well known in the art and would have been 
an obvious modification to the prior art of Sekiya. 

Applicant further argues that Sekiya teaches the use of acid etching as opposed 
to the abrasive etching limitation recited in the claims. Applicant recites multiple 
reasons for why acid etching is not used for the present invention, however the claims 
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are drawn to an article, not the method of making. The claims recite that a portion of 
the object has been removed from the surface. The object of Sekiya having been 
subjected to the acid etching process would also have a portion removed from the 
surface such as claimed. Furthermore, it would have been obvious to one of ordinary 
skill in the art to have recognized that obvious alternative etching processes could be 
employed with a reasonable expectation of success. 

Conclusion 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason L. Savage whose telephone number is 571-272- 
1542. The examiner can normally be reached on M-F 6:30-4:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jennifer McNeil can be reached on 571-272-1540. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status infonnation for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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